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Final Office Action 
Claim Rejections - 35 USC § 101 

1. 35 U.S. C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 9-13 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claims 9-13 are not limited to tangible 
embodiments. In view of Applicant's disclosure, specification paragraph 0026, the 
medium is not limited to tangible embodiments, instead being defined as including both 
tangible embodiments (e.g., data storage system) and intangible embodiments (e.g., 
transmission media). As such, the claim is not limited to statutory subject matter and is 
therefore non-statutory. 

Claim Rejections - 35 USC § 102 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action, 

4. Claims 1-20 are rejected under 35 U.S.C. 102(b) as being anticipated by Farchi - 
etal., US 2003/0046613 A1. 

Referring to claims 1, 9, and 14: 

a. In paragraph 0012, Farchi et al. disclose testing a client program for 
opening a connection to a server (performing automatic testing of a system 
including a plurality of modules in which at least two modules lack a 
predetermined communication mechanism). 
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b. In paragraph 0016, Farchi et al. disclose creating a test suite for testing a 
program (establishing at least one test goal for testing regarding at least one of a 
module and an interface point between modules; providing at least one test script 
configured to conduct a test at each module and each interface point). 

c. In paragraph 0016, Farchi et al. disclose that the output from the test 
coverage tool is generated in the same language that was used to write the 
coverage criteria that are input to an automated test generator to create the test 
cases, which form the test suite. As a result, the output from the coverage tool 
can be input into the automated test generator to cause the generator to 
automatically revise the test cases to correct inadequacies (generating a test 
map for each test goal, each test map configured to run at least one test script for 
each module and each interface point in accordance with the test goal; and 
automatically testing the system using each test map). 

d. With respect to claim 9, in paragraph 0023, Farchi et al. disclose a 
computer readable medium embodying computer-readable code. 

Referring to claims 2, 10, and 15, in paragraph 0026, Farchi et al. disclose that 
the coverage tool generates a test coverage report based on the test trace and the 
coverage criteria and this report is utilized to judge the suitability of the program under 

* » 

test (the step of scoring a test result for at least one of the test goal and each test 
script). 

Referring to claims 3, 11, and 16, in paragraph 0030, Farchi et al. disclose that 
by inputting test traces from multiple test suites, test suites that are too restrictive and/or 
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that are inefficient can be identified and additional criteria can be automatically created 
to correct those deficiencies (wherein a test script is included in a test map only if the 
test script has a score that is greater than a threshold score). 

Referring to claims 4, 12, and 17, in paragraph 0030, Farchi et al. disclose that 
by inputting test traces from multiple test suites, test suites that are too restrictive and/or 
that are inefficient can be identified and additional criteria can be automatically created 
to correct those deficiencies (wherein the generating step includes generating a test 
map for a given test goal only if the given test goal has a score that is greater than a 
threshold score). 

Referring to claims 5 and 18, in paragraph 0026, Farchi et al. disclose that the 
coverage tool generates a test coverage report based on the test trace and the 
coverage criteria (further comprising the step of recording a test result for each test 

► 

script). 

Referring to claim 6, in paragraph 0016, Farchi et al. disclose creating a test suite 
(further comprising the step of recording each test map). 

Referring to claims 7 and 19, in paragraph 0016, Farchi et al. disclose that the 
output from the test coverage tool is generated in the same language that was used to 
write the coverage criteria that are input to an automated test generator to create the 
test cases, which form the test suite. As a result, the output from the coverage tool can 
be input into the automated test generator to cause the generator to automatically 
revise the test cases to correct inadequacies (further comprising the step of repeating 
the steps of generating and automatically testing after correction of a failure). 
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Referring to claims 8, 13, and 20, in paragraph 0016, Farchi et al. disclose that 
the output from the test coverage tool is generated in the same language that was used 
to write the coverage criteria that are input to an automated test generator to create the 
test cases which form the test suite. As a result, the output from the coverage tool can 
be input into the automated test generator to cause the generator to automatically 
revise the test cases to correct inadequacies (further comprising the step of modifying 
the test map based on a modeling rule). 

Response to Arguments 

r 

5. Applicant's arguments filed March 5, 2007 have been fully considered but they 
are not persuasive. 

6. On page 6, under the section III. REMARKS, the Applicant argues against the 
rejection of claims under 35 U.S.C. 101. The Applicant relies upon case law concerning 
a carrier signal modulated with computer code. However, this is not relevant because 
the Applicant's specification only discloses "transmission media". The Examiner 
requests that the Applicant point to where in the specification it is stated that the 
transmission media is a carrier signal modulated with computer program code. 
Further, the Examiner is unsure as to how the Applicant's amendments overcome the 
rejections. Having a computer execute the instructions does not mean that they are 
stored on a tangible medium. The Examiner suggests amending the claims to recite a 
tangible medium or canceling the claims. The Examiner directs the Applicant to the 
Interim Guidelines found at 
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http://www.uspto.gov/web/offices/com/sol/og/2005/week47/patgupa.htm and the MPEP 
for further guidance. 

7. On page 7, under the section III. REMARKS, the Applicant argues, "Farchi only 
discloses creating a test suite comprising test cases, i.e., 'individual programs which 
carry out the tasks to be accomplished as identified by the coverage criteria.' (H 0003). 

< 

Farchi does not include providing at least one test script to conduct a test at each 
module and each interface point (emphasis by Applicant). Farchi is related to 
measuring test coverage but never goes to the details of the software system to be 
tested. As such, Farchi does not disclose that the system to be tested includes a 
module and/or an interface point." The Examiner respectfully disagrees. In paragraph 
0016, Farchi et al. disclose creating a test suite for testing a program. In paragraph 
0025, Farchi et al. disclose running the test suite. In paragraph 0012, Farchi et al. 
disclose providing a test script at each module and interface, e.g. testing a client 

» 

program for opening a connection to a server. 

8. On page 7, under the section III. REMARKS, the Applicant argues, "Moreover, in 
the claimed invention, a test script, by definition, resides at the respective module or 
interface point (see current application at U 0033). The test suite, or test cases, of 
Farchi does not reside at the software system to be tested. In response to applicant's 
argument that the references fail to show certain features of applicant's invention, it is 
noted that the features upon which applicant relies (i.e., the test script residing at the 
respective module or interface point) are not recited in the rejected claim(s). Although 
the claims are interpreted in light of the specification, limitations from the specification 
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* 

are not read into the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 
(Fed. Cir. 1993). Further, Applicant's arguments fail to comply with 37 CFR 1.1 1 1(b) 
because they amount to a general allegation that the claims define a patentable 
invention without specifically pointing out how the language of the claims patentably 
distinguishes them from the references. The Applicant fails to show where the test suite 
or test cases reside in Farchi et al. For this reason, the Applicant has failed to show a 
distinction between what the Applicant regards to be his/her invention and the reference 

* 

of Farchi et al. 

9. On page 7, under the section III. REMARKS, the Applicant argues, "The test 
suite in Farchi includes test cases to achieve test tasks. However, Farchi does not 

* 

disclose a sequence of the running of the test cases. In contrast, 'a 'test map' (in the 
claimed invention) is a sequence of stored test cases to be run in sequence for each 
module and interface point in accordance with a test goal.' (Current application at U 
0033 [sic], parenthetical explanation added). As such, Farchi does not include a test 
map as in the claimed invention." The Examiner respectfully disagrees. In paragraph 

* « 

0025, Farchi et al. disclose running a test suite and as stated by Applicant a test suite in 
Farchi et al. includes test cases. Therefore, when the test suite is run, a sequence of 
test cases is run. This is a test map.. 

Conclusion 

1 0. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael C. Maskulinski whose telephone number is 571- 

272- 3649. The examiner can normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Beausoliel can be reached on 571-272-3645. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 



4 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Sen/ice Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571-272-1 000. 

Michael C Maskulinski 

Examiner 

Art Unit 2113 



